IN THE UNITED STATES DISTRICT COURT

FOR THE DISTRICT OF COLORADO

CIVIL ACTION NO. 02-M-1662

ROBERT HUNTSMAN and CLEAN FLICKS
OF COLORADO, L.L.C,,

Hantiffs,

V.

STEVEN SODERBERGH, ROBERT ALTMAN, MICHAEL APTED, TAYLOR HACKFORD,
CURTISHANSON, NORMAN JEWISON, JOHN LANDIS, MICHAEL MANN, PHILLIP
NOYCE, BRAD SILBERLING, BETTY THOMAS, IRWIN WINKLER, MARTIN
SCORSESE, STEVEN SPIELBERG, ROBERT REDFORD and SYDNEY POLLACK,

Defendants.

THE DIRECTORS GUILD OF AMERICA, INC., a Cdifornia non-profit corporation; ROBERT
ALTMAN, anindividud; MICHAEL APTED, anindividud; TAYLOR HACKFORD, an
individua; CURTIS HANSON, an individua; NORMAN JEWISON, an individuad; JOHN
LANDIS, an individud; MICHAEL MANN, an individud; PHILLIP NOY CE, an individud;
BRAD SILBERLING, anindividud; STEVEN SODERBERGH, anindividud; BETTY
THOMAS, an individud; and IRWIN WINKLER, an individud,

Counterclaimants,

V.

CLEAN FLICKS OF COLORADO, L.L.C., aColorado corporation; ROBERT HUNTSMAN,
an individud; VIDEO II, an entity of unknown form; GLEN DICKMAN, an individud; JW.D.
MANAGEMENT CORPORATION, a Utah corporation; ALBERTSON’S, INC., a Delaware
corporaion; TRILOGY STUDIOSINC.,, an entity of unknown form; CLEANFLICKS, an entity
of unknown form; MY CLEANFLICKS, an entity of unknown form; FAMILY SHIELD
TECHNOLOGIES, LLC, aColorado limited liability company; CLEARPLAY INC., aDdaware
corporation; and DOES 1 through 20, inclusive,

Counterdefendants.

MOTION FOR LEAVE TO JOIN THIRD PARTIESAS COUNTERDEFENDANTS
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Pursuant to Rule 20 of the Federd Rules of Civil Procedure, Proposed Defendant-
I+ Intervention and Counterclaimant- I n+-Intervention The Directors Guild Of America (the
“DGA”) and Defendants and Counterclaimants Steven Soderbergh, Robert Altman, Michadl
Apted, Taylor Hackford, Curtis Hanson, Norman Jewison, John Landis, Michad Mann, Phillip
Noyce, Brad Silberling, Betty Thomas And Irwin Winkler, by and through their attorneys
Latham & Watkins and Temkin Widga & Hardt LLP, hereby move to join Proposed
Counterdefendants Video 11, Glen Dickman (“Dickman”), JW.D. Management Corporation
(“JW.D. Management”), Albertson’s, Inc. (“Albertsons’), Trilogy Studios Inc. (“Trilogy
Studios’), CleanHlicks, MyCleanflicks, Family Shield Technologies, LLC (“Family Shied”),
ClearPlay Inc. (“ClearPlay”) (collectively, the “Proposed Counterdefendants’) as
counterdefendants along with Plaintiffs Robert Huntsman and Clean Hicks of Colorado
(“Paintiffs’), on the grounds that the counterclaims asserted againgt the Proposed
Counterdefendants and Counterclamants’ rightsto relief arise out of the same series of
transactions or occurrences and implicate common questions of fact and law.

.

INTRODUCTION AND FACTUAL SUMMARY

This case centers on the unauthorized ateration of motion pictures created by the
Director Counterclaimants and other DGA members. Each of the Counterdefendants is engaged
in the commercid rentd, sae, or digtribution of edited versions of motion pictures, or technology
which enables unauthorized editing. The Counterdefendants apparently have decided that certain

images or didogue in the mation pictures are not to their liking, and have utilized modern

! Counterclaimants Robert Altman, Michagl Apted, Taylor Hackford, Norman Jewison,
John Landis, Michad Mann, Philip Noyce, Brad Silberling, Steven Soderbergh, and Irwin
Winkler are collectively referred to herein as the “ Counterclaimant Directors.” The DGA and
the Counterclaimant Directors are collectively referred to herein as* Counterclaimants.”
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technology to ater or edit such pictures accordingly. In essence, the Counterdefendants attempt
to impose upon the Director Counterclaimants, and the public, the Counterdefendants values,
vison, sory tdling, and atigtry, if any.

Because the Director Counterclaimants and DGA members are inextricably
associated by the public with the films they direct, Counterdefendants unauthorized conduct
violates the Lanham Act, and gate law, by wrongly associating the Director Counterclaimants
and other DGA memberswith dtered versons of ther films. Counterclaimants seek to joinin
one counterclam Plaintiffs and the Proposed Counterdefendants. Such joinder is appropriate
because Counterclamants  claims againgt the Plaintiffs and the Proposed Counterdefendants:

All arise out of the same series of occurrences and transactions—i.e., the
unauthorized association of the Director Counterclaimants and other DGA
members with dtered versons of their films; and

require the adjudication of common questions of fact and law —i.e., whether
FPaintiffs and Proposed Counterdefendants conduct violates the Lanham Act
and gate law, in addition to interfering with Counterclamants and other

DGA members contractud rights under the DGA'’s collective bargaining
agreement with the producers of the motion pictures.

Finally, because joinder of the Proposed Counterdefendants will not destroy the
Court’ sjurisdiction over this matter, joinder iswarranted under Fed. R. Civ. P. 20 and in the

interegt of findity, judicia economy and fairness.
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FACTUAL BACKGROUND

A. CLAIMSBASED ON THE UNAUTHORIZED RENTAL AND SALE OF EDITED
VIDEOS.

Like Plaintiff Clean Hicks of Colorado, a number of the Proposed
Counterdefendants are engaged in the rentd, sde, or distribution of versions of motion pictures
that have been edited without the authorization of the director or the copyright holder. Proposed
Counterdefendants engaged in this conduct are: Video I, Dickman, and JW.D. Management
(collectively, the “Video Il Counterdefendants’); and CleanFlicks of Utah and MyCleanHicks
(the “CleanHicks Counterdefendants’). These parties edit motion pictures to remove or change
portions of the films through cut edits and volume muting, and offer the edited versons for renta
or sde, ether by digributing them to retail stores or viathe Internet.

B. CLAIMSBASED ON THE DISTRIBUTION OF SOFTWARE PRODUCTS DESIGNED

T0O CREATE EDITED VERSIONS OF M OTION PICTURESWITHOUT
OBJECTIONABLE CONTENT.

Trilogy Studios and Family Shield each digtribute software products that appear
amilar to the “Huntsman methodology” dleged in the Complaint. Trilogy Studios, Family
Shield and ClearPlay each use the Internet to sdll software that “masks’ or filters frames of
movies during their DV D playback on a PC or laptop. The software products effectively create a
new version of adirector’swork by removing content that the counterdefendants deem
“objectionable’ usng a“mask” or “guide’ to mute the sound or skip over portions of movies

during playback.
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PERMISSIVE JOINDER UNDER RULE 20 ISAPPROPRIATE IN THISCASE

The Federd Rules of Civil Procedure expresdy permit the joinder of non
plaintiffs to a counterclaim, where, as here, such joinder is made pursuant Rule 19 or 20 of the
Federd Rules of Civil Procedure. Fed. R. Civ. P. 13(h) (“[p]ersons other than those made parties
to the original action may be made parties to a counterclaim or cross-claim in accordance with

the provisons of Rules 19 and 20.”); seealso NAL 11, Ltd. v. Tonkin, 705 F. Supp. 522, 529 (D.

Kan. 1989); Bd. of County Comm'rs of the County of Marshall v. Cont’l W. Ins. Co., No.

CIV.A. 01-2183-CM, 2002 WL 733%, at *3 (D. Kan. Jan. 2, 2002) (unpublished disposition).
Because Counterclaimants seek permissive joinder of the Proposed Counterdefendants, Rule 20

isgpplicable. See Fed. R. Civ. P. 19 & 20; Youdl v. Grimes, 203 F.R.D. 503, 509 (D. Kan.

2001) (*Rule 19 dedswith compulsory joinder of necessary and indispensable parties, while
Rule 20 dedls with permissive joinder of parties”) (emphasisin origind). With respect to Rule
20 joinder, “whether to alow such joinder isleft to the discretion of thetrid judge.]” Hefley v.
Textron, Inc., 713 F.2d 1487, 1499 (10th Cir. 1983).

Counterclaimants satisfy the standard of Rule 20, which permits joinder of
parties. () when there is asserted againgt them any right to relief arisng out of the same
transaction, occurrence, or series of transactions or occurrences, and (b) if any question of law or

fact common to al defendants will arisein the action. Trall Redty, Inc. v. Beckett, 462 F.2d

396. 399-400 (10th Cir. 1972). Both prongs are satisfied in this case.

A. THE RIGHTS TO RELIEF ASSERTED AGAINST COUNTERDEFENDANTS AND
PROPOSED COUNTERDEFENDANTS ARISE OUT OF THE SAME SERIES OF
TRANSACTIONS OR OCCURRENCES.

Regarding the firgt prong of the permissive joinder andysis, thereis no bright line

definition of the terms “transaction,” “occurrence” or “series.” See, e.q., Modey v. Gen. Motors
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Corp., 497 F.2d 1330, 1333 (8th Cir. 1974) (no hard and fast rules; case-by-case analyss);

Hanley v. Firgt Investors Corp., 151 F.R.D. 76, 79 (E.D. Tex. 1993) (flexible test); McLernon v.

Source Int’l, Inc., 701 F. Supp. 1422, 1425 (E.D. Wis. 1988) (flexible, case-by-case analyssto

determine if fact pattern congtitutes transactions or series of related transactions); Dillard v.

Crenshaw County, 640 F. Supp. 1347, 1368-1369 (M.D. Ala. 1986) (no dtrict rule); United States

v. Yonkers Bd. of Educ., 518 F. Supp. 191, 195 (S.D.N.Y. 1981) (no rigid rule; alegations must

be logicaly related). The facts of this case, however, judtify permissve joinder of the Proposed
Parties under the circumstances.

As noted above, each of the Proposed Counterdefendants is currently engaged in
conduct that mirrors thet of one of the Plaintiffs. The Video Il Counterdefendants and
CleanFlicks Counterdefendants engage in the same conduct as CleanFlicks of Colorado. Each
party removes content they deem “objectionable’ from feature films through cut edits and
volume muting, performs these modifications without authorization, and then makes these edited
versons available in commerce. Similarly, Family Shield, Trilogy Studios, and ClearPlay al
engage in conduct Smilar to what Plantiff Robert Huntsman describes in the Complaint as the
“Huntsman Methodology.” Each distributes software that masks or filters frames of DVD
movies during their playback. As noted above, this software effectively creste a new version of
adirector’ swork by removing content these Counterdefendants find “ objectionable.”
Consequently, the objectionable conduct at issue arises out of the same series of transactions or
OCCUITENCes.

Because the aforementioned conduct wrongly associates the Director
Counterclamants and other DGA members with dtered festure filmsin violation of the Lanham

Act, the Director Counterclaimants seek the same relief with regard to each Plaintiff and
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Proposed Counterdefendant: (a) A declaratory judgment that Counterdefendants conduct is
unauthorized and violates the Lanham Act and dtate law; and (b) Injunctive relief resraining
Counterdefendants from engaging in such behavior. Asareault, theright to relief asserted by the
Counterclaimants againgt Plaintiffs and the Proposed Counterdefendants dl arise out of the same
series of transactions or occurrences, and the first prong of the permissive joinder sandard is
stified.

B. THE PROPOSED JOINDER WIiLL PERMIT THE ADJUDICATION OF NUMEROUS
COMMON QUESTIONS OF LAW AND FACT.

Virtudly dl questions of law and fact in this case will be common to
counterclaims againgt the Plaintiffs and the Proposed Counterdefendants. Each of the Plaintiff’s
and Proposed Counterdefendant’ s conduct violates the intellectud property and artistic rights of
the Counterclaimants. For example, the dteration of the Director Counterdameants films
without authorization—conduct in which each of the Plaintiffs and Proposed Counterdefendants
engage—violates the Lanham Act (15 U.S.C. 88 1051, et seq.) by committing false desgnation

and trademark dilution. See, e.g., Gilliam v. American Broadcasting Co., 538 F.2d 14, 24 (2d

Cir. 1976) (Lanham Act “properly vindicate{s] the author’s persond right to prevent the
presentation of hiswork to the public in a distorted form.”).

Each of the counterclaims and expected defenses will involve the application of
the Lanham Act, particularly the Gilliam decison, to the highly smilar conduct of the Plaintiffs
and Proposed Counterdefendants. For example, it is anticipated that each of the Plaintiffs and
Proposed Counterdefendants will assert defenses of fair use and first sdle. The resolution of
those defenses will require the Court to engage in common applications of fact and adjudications
of law. Accordingly, the second prong of the permissive joinder andyss favorsjoinder of the

Proposed Parties.
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C. JOINDER OF THE PROPOSED COUNTERDEFENDANTSWILL NOT DESTROY THE
COURT’S JURISDICTION OVER THIS FEDERAL QUESTION CASE.

Because subject matter jurisdiction in this case is based on federa question and
not diverdity (see Amended Complaint, 1 1), the proposed joinder will not divest the Court of
jurisdiction over this matter. Indeed, if thereis a least one federd question claim againgt any
party, supplementa jurisdiction exists over al other properly-joined claims and/or parties. See
28 U.S.C. § 1367(a).

V.

CONCLUSION

WHEREFORE, for the reasons stated above, Counterclaimants respectfully
request that the Court grant this Motion and join Video |1, Glen Dickman, JW.D. Management,
Albertsons, CleanHicks, MyCleanFlicks, Trilogy Studios, Family Shidd, and ClearPlay as
counterdefendants, and grant such other and further relief as the Court may find just and proper.

Dated this _ day of September, 2002.
Respectfully submitted,
TEMKIN WIELGA & HARDT, LLP

By:

Mark Widga

Erika Zimmer Enger

1900 Wazee Street, Suite 303
Denver, Colorado 80202
Telephone: (303) 292-4922
Facamile (313) 292-4921

LATHAM & WATKINS
Ernest J. Getto
Danid Scott Schecter
Catherine S. Bridge
Anthony N. Luti
Liv N. Tabari
Shannon M. Eagan
633 W. Fifth Street, Suite 4000
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Los Angdes, Cdifornia 90071
Telephone: (213) 485-1234
Facamile (213) 891-8763

DIRECTORS GUILD OF AMERICA, INC.
Robert S. Giolito, Generd Counsdl
7920 Sunset Boulevard
Los Angdes, Cdifornia 90046
Telephone: (310) 289-2048
Facamile (310) 897-1082

Attorneys For Proposed Defendant-in-
intervention and Counterclaimant-in-
intervention The Directors Guild Of America
and Defendants and Counterclaimants Robert
Altman, Michadl Apted, Taylor Hackford,
Curtis Hanson, Norman Jewison, John Landis,
Michad Mann, Phillip Noyce, Brad Silberling,
Steven Soderbergh, Betty Thomas,

[rwin Winkler
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